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This is a communication from the examiner in charge of your application. 
COMIVIISSIONER OF PATENTS AND TRADEMARKS 



□ This application has been examined 



.Responsive to communication filed on_ 



This action Is made final. 



A shortened statutory period for response to this action is set to expire . 



_ month(s), _ 



s from the date of this letter. 



Failure to respond within the period for response will cause the application to become abandoned. 35 U.S.C. 133 
Part i THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 



1. lotNotioe of References Cited by Examiner. PTO-892. 

3. KNotloe of Art Cited by Applicant, PTO-1449. 

5, n Information on How to Effect Drawing Changes, PTO-1474. 



2. n Notice of Draftsman's Patent Drawing Review. PTO-948. 

4. [H Notice of Infomfial Patent Application, PTO-1 52. 

6. □ • 



Part II SUMMARY OF ACTION 

l.'^ELpiaims 



_ are pending in the application. 



Of the above, claims . 



2. □ Clalms_ 

3. □ Claims. 

aims_ 
5.II] Claims. 



7^ 



. are withdrawn from consideration. 

have been cancelled. 

are allowed. 

are rejected. 

are objected to. 



6. CD Claims__ 



_ are subject to restriction or election requirement. 



7. □ This application has been filed with informal drawings under 37 C.F.R. 1 .85 which are acceptable for examination purposes. 

8. [U Formal drawings are required in response to this Office action. 

9. Q The corrected or substitute drawings have been received on _ 



Under 37 C.F.R. 1 .84 these drawings 



are □ acceptable; □ not acceptable (see explanation or Notice of Draftsman's Patent Drawing Review, PTO-948). 

. . has (have) been □ approved by the 



10. en The proposed additional or substitute sheet{s) of drawings, filed on 
examiner; □ disapproved by the examiner (see explanation). 



The proposed drawing con'ectlon, filed _ 



, has been □ approved; □ disapproved (see explanation). 



11. D 

12. n Acknowledgement is made of the claim for priority under 35 U.S.C. 119. The certified copy has □ been received □ not been received 

□ been filed in parent application, serial no. ; filed on . 

13. D Since this application apppears to be in condition for allowance except for formal matters, prosecution as to the merits is closed in 

accordance with the practice under Ex parte Quayle, 1 935 CD. 11 ; 453 O.G. 21 3. 

14. □ Other 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, nnore than one year prior to the date of application for patent in the United 
states. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an International application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsectton of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-30 and 34 are rejected under 35 U.S.C. 102(e) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Zaiuska et al. Zaiuska et al 
disclose a hydrogen storage composition comprising lithium, Be or Mg, and carbon or 
boron. (See, for example, the Abstract and col.3, line 20 to col. 6, line 48.) The 
hydrogen storage material formed according to the process of Zaiuska et al would have 
the plurality of light elements coupled by modified sp bonds to no less extent than 
would the storage material recited in applicant's claims, since Zaiuska et al teach at col. 



5, line 58 to col. 6, line 31 that the material is formed by ball milling. 
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Claims 1-29 are rejected under 35 U.S.C. 102(b) as anticipated by or, in tlie 
alternative, under 35 U.S.C. 103(a) as obvious over the articles by Felner or Tracy Hall 
et al or Weng-Sieh. No distinction is seen between the compositions disclosed in the 
articles by Felner, Weng-Sieh and Tracy Hall et al, and the nanostructured storage 
material recited in applicant's claims, since the sp bonds in the compounds disclosed in 
the articles would be "modified" in comparison with a different form of sp^bond. 

Claims 1-41 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. It is indefinite as to exactly what structure would be 
embraced by the term "modified" sp bond, since any sp bond could be considered to 
be "modified" in relation to an sp bond having a different stnjcture. In claims 38-40, the 
recitation of "one of and "selected from the group of is improper Markush terminology. 
In claim 31, there is no antecedent basis for "the chemical vapor deposition synthesis". 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-41 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim{s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Undue experimentation would be required to carry out the claimed invention, 
in view of the unique nature of the invention ( the modification of sp bonds), the fact 
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that no prior art appears to exist regarding modification of sp bonds, and ttie absence 
of working examples in the disclosure^More detail would be required in the disclosure 
for one of ordinary skill in the art to make and use the invention, in this regard, the 
specification must direct one of ordinary skill in the art how to use the invention, and not 
merely direct him how to find out how to use for himself. In re Wands. 858 F.2d 731, 8 
USPQ 2d 1400 (Fed. Cir. 1988). See also MPEP 2164.01 (a). 

Any Inquiry concerning this communication should be directed to Wayne Langel 
at telephone number 571 -272-1 353. a 



Wayne Langel 
Primary Examiner 
Art Unit 1754 




